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Dear Sir: 

On February 24, 2006, the Examiner mailed an Examiner's answer with respect to the 
above referenced application. The Examiner's answer contained no new grounds of rejection. 
Accordingly, Applicant submits the following reply brief pursuant to 37 CFR §41.41. 



I. REAL PARTY IN INTEREST 
Applicant hereby incorporates the statement of real party in interest as set forth in 
Applicant's Appeal Brief mailed December 20, 2005. 



II. STATEMENT OF RELATED APPEALS AND INTERFERENCES 
Applicant hereby incorporates the statement of related appeals and interferences as set 
forth in Applicant's Appeal Brief mailed December 20, 2005. 



Ill STATUS OF THE CLAIMS 
Applicant hereby incorporates the listing of the status of the claims as set forth in 
Applicant's Appeal Brief mailed December 20, 2005. 

IV. STATUS OF THE AMENDMENTS 
Applicant hereby incorporates the listing of the status of the amendments as set forth in 
Applicant's Appeal Brief mailed December 20, 2005. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 
Applicant hereby incorporates the summary of claimed subject matter as set forth in 
Applicant's Appeal Brief mailed December 20, 2005. 

VI. GROUNDS FOR REJECTION TO BE REVIEWED ON APPEAL 
Applicant hereby incorporates the summary of claimed subject matter as set forth in 
Applicant's Appeal Brief mailed December 20, 2005. 

VII. ARGUMENT 
A. Reply to Examiner's Arguments 

The Examiner has included argument in both the (9) Grounds of Rejection and (10) 
Response to Argument portions of his Brief. Applicant responds to the Examiner's arguments as 
set forth in both sections as follows: 

The claim 1 embodiment of Applicant's invention is a method of manufacturing bag type 
packages having three elements; netting material which forms the bag structure plus front and 
back foil strips. Applicant expressly claims that the two foil strips of his method have 
longitudinally repeating printed patterns and be supplied from a single foil stock. (Claim 1). 

The examiner relies upon Panekeet and Kurth to reject claim 1 . The prior art Panekeet 
reference unambiguously teaches front and back foil overlays, however, the strips are clearly 
supplied from separate rolls. Kurth does not teach or suggest front or back foil overlays at all. 
The Examiner takes relatively unrelated teaching from Kurth where strips of bag material are slit 
from wider stock to economically make a bag and projects this to the foil strips of the prior art 
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Panekeet reference. The combination of prior art references favored by the examiner is 
inappropriate because the prior art references do not teach each element of claim 1. 

It is important to note that the provision of two foil strips each having a longitudinally 
repeating printed pattern supplied in a coupled manner from one foil stock is a single element of 
claim 1. The examiner attempts to fabricate this element from unrelated bits and pieces of the 
prior art references, thus applicant argues that this element is not taught by either reference. In 
addition there certainly is no motivation to combine the prior art references to arrive at this or the 
remaining elements of applicant's claim 1. 

The examiner cites In re McLaughlin, 170 U.S.P.Q 209 (CCPA 1971) for the broad 
assertion: "The test for combining references is what the combination of disclosures taken as a 
whole would suggest to one of ordinary skill in the art. " The holding relied upon by the 
examiner is correct but this holding is not an invitation to apply hindsight and make 
unsubstantiated and unmotivated combinations of prior art references. Applicant submits that a 
proper combination of Pannekeet and Kurth would only suggest the slitting of applicant's netting 
material from wider stock to economically make the underlying bag. On the contrary, the 
examiner considers McLaughlin to be justification for combining disparate elements without any 
real motivation. The Federal Circuit has fortunately provided much more contemporary 
instruction concerning appropriate findings of motivation to combine prior art references in an 
obviousness analysis. 

In particular, In re Dembiczak, 175 F.3d 994, 999; 50 U.S.P.Q.2D (BNA) 1614 (Fed. Cir. 
1999) contains a detailed and useful exposition of the care which must be taken in an appropriate 
obviousness analysis. The Federal Circuit states, "Our case law makes clear that the best 
defense against the subtle but powerful attraction of a hindsight-based obviousness analysis is 
rigorous application of the requirement for a showing of the teaching or motivation to combine 
prior art references... Combining prior art references without evidence of such a suggestion, 
teaching, or motivation simply takes the inventor's disclosure as a blueprint for piecing together 
the prior art to defeat patentability-the essence of hindsight. " (Dembiczak at 999, references 
omitted). 

In the present case the examiner merely makes the unsupported assertion that the process 
of slitting bag material as taught by Kurth can be combined with Pannekeet to achieve 
applicant's claim 1. No real evidence of any motivation to make this combination is presented. 
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The examiner's argument that the manufacturing economy benefit cited by Kurth can be applied 
to applicant's claim 1 is specious. The additional step of slitting the foil arguably increases the 
cost of bag production over that of the prior art Pannekeet reference. 

In the Dembiczak matter, the applicant claimed orange garbage bags decorated with 
Halloween faces which are commonly used to hold fallen leaves in October. The examiner 
rejected the claims over the combination of conventional leaf bags, and certain children's craft 
books that taught the decoration of paper bags with Halloween faces. The Federal Circuit's 
discussion is instructive: 

"All the obviousness rejections affirmed by the Board resulted from a combination of 
prior art references, e.g., the conventional trash or yard bags, and the Holiday and Shapiro 
publications teaching the construction of decorated paper bags. See Dembiczak, slip op. at 6-7. 
To justify this combination, the Board simply stated that "the Holiday and Shapiro references 
would have suggested the application of. . . facial indicia to the prior art plastic trash bags. " Id. 
at 18-19. However, rather than pointing to specific information in Holiday or Shapiro that 
suggest the combination with the conventional bags, the Board instead described in detail the 
similarities between the Holiday and Shapiro references and the claimed invention, noting that 
one reference or the other— in combination with each other and the conventional trash bags- 
described all of the limitations of the pending claims. See id. at 18-28. Nowhere does the Board 
particularly identify any suggestion, teaching, or motivation to combine the children's art 
references (Holiday and Shapiro) with the conventional trash or lawn bag references, nor does 
the Board make specific— or even inferential-findings concerning the identification of the 
relevant art, the level of ordinary skill in the art, the nature of the problem to be solved, or any 
other factual findings that might serve to support a proper obviousness. " (Dembiczak at 1000). 

In addition, "the showing {of motivation to combine} must be clear and particular. See, 
e.g., C.R. Bard, 157 F. 3d 1340 at 1352, 48 U.S.P. Q.2D (BNA) at 1232. Broad conclusory 
statements regarding the teaching of multiple references, standing alone, are not "evidence. " 
(Dembiczak at 999). 

At best the present examiner makes only broad conclusory statements regarding the 
teaching of multiple references. For example the examiner states, "Therefore it would have been 
obvious to one having ordinary skill in the art, at the time applicant 's invention was made, to 
have modified the Pannekeet method by incorporating the method of slitting a web sheet of 
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packing material into a plurality of strips of equal width for economically manufacturing tubular 
bags. " (Examiner's Reply, pg. 3) Thus, the examiner supplies no clear and particular findings or 
evidence of a motivation to combine in clear violation of Federal Circuit precedent. 

With respect to Claims 2-6, the examiner makes the surprising assertion that applicant 
has not claimed side by side printing patterns expressly. (Examiner's Reply Brief, Page 7) The 
examiner apparently makes this assertion in acknowledgement of the fact that Antonacci, the 
prior art reference relied upon with Pannekeet and Kurth to reject claims 2-6 clearly does not 
teach side by side printing patterns. 

Applicant's claim 2 however is limited to embodiments with, "at least two repeating 
printing patterns with concurrent repeats provided next to one another, wherein the single strip is 
divided into sub-strips each bearing the repeating printing pattern." Claim 1 previously limited 
the patterns to longitudinal repeats. Thus applicant unambiguously claims repeating side by side 
patterns as described in the specification and shown in the figures. 

VIII. CLAIMS APPENDIX 

Applicant hereby incorporates the claims appendix as set forth in Applicant's Amended 
Appeal Brief mailed December 20, 2005. 

IX. EVIDENCE APPENDIX 

Applicant hereby incorporates the evidence appendix as set forth in Applicant's Amended 
Appeal Brief mailed December 20, 2005. 

X. RELATED PROCEEDINGS APPENDIX 
Applicant hereby incorporates the related proceedings appendix as set forth in Applicant's 
Amended Appeal Brief mailed December 20, 2005. 

XI. CLOSING REMARKS 
For the foregoing reasons, Applicant submits that the rejection of claims 1-6 pursuant to 
35 USC § 103(a) is improper, and that claims 1-6 are therefore patentable. Accordingly, 
Applicant respectfully requests that the rejection of the Examiner be reversed. 
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The undersigned hereby authorizes the charge of any required fees not included or any 
deficiency of fees submitted herewith to be charged to deposit account number 19-5 117. 



Respectfully submitted, 




1745 Shea Center Drive, Suite 330 
Highlands Ranch, Colorado 80129 
Telephone: 303.268.0066 
Facsimile: 303.268.0065 
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